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EXAMINER'S ANSWER 



This is in response to the appeal brief filed January 03, 2007 appealing from the Office 
action mailed July 31 , 2006. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Boards decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. However, it is noted that appellant has broken the claims into four groupings 
and there is only two grounds of rejection. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



5,980,526 



Johnson et al 



11-1999 



5,879,393 



Whiteside et al 



3-1999 



(9) Grounds of Rejection ' 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-7, 9-15, 17-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Johnson et al (5,980,526). 

Johnson et al teaches a bone-conserving orthopedic apparatus, comprising: 

a cutting guide for performing a set of lateral and medial resections, the cutting 
guide including: 

first and second saw-receiving slots 1 00, 1 10. 

The apparatus is fully capable of wherein "each slot being associated with a 
respective one of the lateral and medial resections, and wherein the resections resulting 
from the use of the slots slope inwardly along different planes from a respective outer 
medial and lateral surface." 

The apparatus is fully capable of performing the functional language of claims 2- 
6 and 9-14 

Regarding claims 7, 15, 22, and 23, the prosthetic element is interpreted as the 
wedge shaped bone with is removed and has "a set of bone-contacting surfaces". 
Stem 64. 
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Claims 1-23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Whiteside et al (5,879,393). 

Whiteside et al teaches an orthopedic apparatus for use with a bone having a 
longitudinal axis, the apparatus comprising: 

a cutting guide including a stem 60 insertable into the bone in substantial 
alignment with the longitudinal axis; and 

at least one saw-receiving slot 36A on the cutting guide for resecting the bone 
along a plane which is not transverse to the longitudinal axis. 

Regarding claim 1 , see figure 1 , wherein first and second slots, for example 
elements 35A and 35B, which wherein the apparatus can be tilted while cutting to form 
resections that slope inwardly. 

Regarding claim 9, see first and second slots 35A and 34B, for example. 

Regarding the prosthesis, see at least 3:38. 

Regarding wedge-shaped augments, see elements 77. 

(10) Response to Argument 

Section A 

As shown in figure 7, Johnson et al teaches an apparatus for performing a set of 
lateral and medial resections comprising first and second saw receiving slots 100, 110 
for making a resection extending between the medial and lateral . Therefore, each slot is 
associated with a respective one of the medial and lateral resections. 
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Additionally, Figure 7 of Johnson et al teaches the guide is positionable on the 
medial side of the tibia, however, Johnson teaches that it is capable of being positioned 
on the lateral side or somewhere in between as deemed necessary; Johnson et al 
teaches, "this can be either outward direction (valgus), in an inward direction (varus), or 
compound shapes ". See at least column 1, lines 10-39. The device positioning is not 
limited to what is shown in the figures and is fully capable of being positioned vertically. 

The claim language is largely functional language only. 

4 

The MPEP states: 

21 14 Apparatus and Article Claims - Functional Language [R-1] 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. In re Schreiber, 128 
F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) 



MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 



The cutting guide of Johnson et al is fully capable of fulfilling the claimed functional 
language. Appellant's claims are directed to a device and not the method of using. The 
Examiner cannot state is any clearer and repeats the MPEP teaching: a recitation with 
respect to thejrianner in whiich a claimed apparatus is intended tp be employed does 
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not differentiate the claimed apparatus from a prior art apparatus if the prior art 
apparatus teaches all the structural limitations of the claim. 



Regarding claim 1 being unpatentable over Whiteside et al, appellant argues that 
the device cannot be tilted during use as suggested in the rejection example because 
the distal end of the femur make intimate contact with surfaces 18, 19, 21, 22. It is noted 
that intimate contact is made after the cuts are made reducing the end of the femur, but 
how can the device be fitted to the femur before its reduction? The device is positioned 
adjacent the femur leaving a space there between such that the inwardly sloped 
resections can be made. Note that the device of Whiteside et al is very similar to 
applicant's device shown in figure 1. 

Either device of Johnson et al or Whiteside et al is fully capable of being 
manipulated and held by hand to form almost any desired resection. None of the claims 
preclude the device being positioned for a first resection and being repositioned for a 
second resection. 



Section B 

Regarding claims 7, 15, 22 and 23 being unpatentable over Johnson et al, the 
Examiner is referring to the wedge shaped bone which has been removed. It is well 
know in the art that a prosthetic element can be wedged shaped and made of bone for 
applications such as spacers or spinal fusion. Applicant's claims do not define over this 
interpretation. 
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Regarding Whiteside et al, appellant did not present any arguments why all 
limitations are not meet. 
Section C 

Regarding Johnson et al, appellant is correct, all claims are apparatus claims; 
and the device of Johnson et al is fully capable of fulfilling the functional language. 
Protrusions could be anything including deformities and, again, is merely functional 
language. Referring to figure 1, as discussed above, the device is capable of being 
attached in any orientation between the medial and lateral sides of the tibia (T). Note 
that the tibia has protrusions as claimed on the anterior and posterior sides. The device 
is fully capable of being used to meet the functional language. 

Regarding Whiteside et al, applicant's argument is not commensurate with the 
scope of the claim 9 which uses the language "substantially conformal". The use of slots 
34B and 35A, as intended on a distal end of a femur, remove the distal ends of the 
condyles leaving the sidewalls substantially conformal. 

Again, this device can be manipulated by hand tilting to get the claimed 
resection. 

Section D 

Regarding claim 17 being unpatentable over Johnson et al, one having ordinary 
skill in the art should recognize stem 64 and slots 100 and 110. The device is fully 
capable of being used as claimed wherein stem 64 is insertable into the bone in 
substantial alignment. A claim containing a "recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
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claimed apparatus from a prior art apparatus" if the prior art apparatus teaches all the 
structural limitations of the claim. 

Regarding Whiteside et al, the Examiner interpretation was stated in the Final 
rejection as stated: "Turning to the rejection in view Whiteside et a/, clearly this 
reference teaches a stem 60 and saw receiving slot 36A which is not transverse to a 
longitudinal axis in a bone." 



In conclusion, the MPEP states: 

21 14 Apparatus and Article Claims - Functional Language [R-1] 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. In re Schreiber, 128 
F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) 



MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) 



It is the Examiner's position the devices of Johnson et al and Whiteside et al teach all 
positively claimed elements and are fully capable of fulfilling the claimed functional 
language. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 




BRUCE SNOW 
PRIMARY EXAMINER 
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